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DETAILED ACTION 

Terminal Disclaimer 

The terminal disclaimer filed on 1/04/08 disclaiming the terminal portion of any 
patent granted on this application which would extend beyond the expiration date of US 
7153351 B2 has been reviewed and is accepted. The terminal disclaimer has been 
recorded. 

Claim Objections 

Claims 1 , 5, 6, 7-9, and 12 are objected to under 37 CFR 1 .75(c), as being of 
improper dependent form for failing to further limit the subject matter of a previous 
claim. Applicant is required to cancel the claim(s), or amend the claim(s) to place the 
claim(s) in proper dependent form, or rewrite the claim(s) in independent form. The 
word "optionally" is non-limiting, therefore, the limitations that are optional are not 
considered as part limiting. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 6-8 are rejected under 35 U.S.C. 102(b) as being anticipated by Sparks 
(US 2370500 A). 
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Sparks discloses the following claim limitations: 

As per claim 6: a tris-azo compound of Formula (1) or salt thereof wherein: 
A is an optionally substituted alkenyl, homocyclic or heterocyclic group; 
L1 and L2 are each independently optionally substituted aryl or heteroaryl; and 
m and n are each independently 0 or 1 such that m+n is 1 or 2; 
wherein: 

(i) the compound of Formula (1 ) is not in the form of a metal chelate; and 

(ii) at least one of L1 and L2 carries at least one substituent selected from 
sulpho, carboxy, Ci-4-alkoxy and Ci-4-alkoxy-OH 

(iii) optional substituents present on L1 and L2 are selected from OH, S0 3 H, CN, 
carbonamido, PO3H2, CO2H, NO2, NH2, optionally substituted alkyl, optionally 
substituted alkoxy, optionally substituted aryl, optionally substituted amine and 
optionally substituted acylamine; 

(iv) at least one of L1 and L2 carries at least one substituent selected 
from sulpho, carboxy, Ci-4-alkoxy and Ci-4-alkoxy-OH; 

(v) when L1 carries a methoxy group A is not 1 ,3-diaminophenyl; and 

(vi) L1 and L2 each independently carries 0 to 3 substituents such that at least 
one of L1 and L2 carries at least one substituent selected from the group consisting of 
sulpho and carboxy (page 2 and column 2, lines 1-55). 

As per claim 7: A is optionally substituted pyridyl, furyl, thienyl, thiazolyl, 
isothiazolyl, imidazolyl, benzimidazolyl, pyrazinyl, pyrimidyl, quinolyl, isoquinolyl, 
benzofuryl, benzothienyl, pyrazolyl, indolyl, purinyl, isoxazolyl, oxazolyl, thiadiazolyl, 
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furazanyl, pyridonyl, pyrazolonyl, piperidinyl, piperazinyl, pyrrolidinyl, morpholinyl, 
tetrahydrofuranyl, tetrahydrothiophenyl or tetrahydropyranyl (optionally does not mean 
that A has to be substituted by any of the listed formulas). 

As per claim 8: A is optionally substituted pyridonyl (optionally does not mean 
that A has to be substituted by the listed formula). 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1,5, 9-12, and 16-18 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Sparks (US 2370500 A) in view of Ciba Limited (GB 741578 A). 
Sparks et al. disclose the following claim limitations: 

As per claim 1 : a tris-azo compound of Formula (1 ) or salt thereof wherein: 
A is an optionally substituted alkenyl, homocyclic or heterocyclic group; 
L1 and L2 are each independently optionally substituted aryl or heteroaryl; and 
m and n are each independently 0 or 1 such that m+n is 1 or 2; 
wherein: 

(i) the compound of Formula (1 ) is not in the form of a metal chelate; and 

(ii) at least one of L1 and L2 carries at least one substituent selected from 
sulpho, carboxy, Ci- 4 -alkoxy and Ci-4-alkoxy-OH 
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(iii) optional substituents present on L1 and L2 are selected from OH, SO3H, CN, 
carbonamido, P0 3 H 2 , C0 2 H, N0 2 , NH 2 , optionally substituted alkyl, optionally 
substituted alkoxy, optionally substituted aryl, optionally substituted amine and 
optionally substituted acylamine; 

(iv) at least one of L1 and L2 carries at least one substituent selected 
from sulpho, carboxy, Ci- 4 -alkoxy and Ci-4-alkoxy-OH; 

(v) when L1 carries a methoxy group A is not 1 ,3-diaminophenyl 
Sparks et al. do not disclose the following limitations: 

As per claim 1 : applying onto a composition comprising a liquid medium and a 
tri— azo compound. 

As per claim 9: wherein L1 is phenyl o maphthyl optionally carrying a substituent 
selected from sulpho or carbxoy. 

As per claims 1 0 and 1 1 : wherein L2 is phenyl or napthyl carrying at least one 
substituent selected from sulpho, carboxy, Ci-4-alkoxy-OH. 

As per claims 5 and 12: A is optionally substituted pyridyl, furyl, thienyl, thiazolyl, 
isothiazolyl, imidazolyl, benzimidazolyl, pyrazinyl, pyrimidyl, quinolyl, isoquinolyl, 
benzofuryl, benzothienyl, pyrazolyl, indolyl, purinyl, isoxazolyl, oxazolyl, thiadiazolyl, 
furazanyl, pyridonyl, pyrazolonyl, piperidinyl, piperazinyl, pyrrolidinyl, morpholinyl, 
tetrahydrofuranyl, tetrahydrothiophenyl or tetrahydropyranyl; L1 is phenyl or naphthyl 
optionally carrying a substituent selected from sulpho and carboxy; L2 is phenyl or 
naphthyl carrying at least one substituent selected from sulpho, carboxy Ci-4-alkoxy and 
Ci-4-alkoxy-OH; and m and n are each independently 0 or 1 such that m+n is 1 or 2; 
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wherein said optional substituents are selected from OH; S03H; CN; carbonamido; 
P03H2; C02H; N02; NH2; Ci_ 4 -alkyl optionally carrying a sulpho, carboxy, phosphato, 
Ci-4-alkoxy, amino or hydroxy group; Ci- 4 -alkoxy optionally carrying a sulpho, carboxy, 
phosphato, Ci-4-alkoxy, Ci- 4 alkyl, amino or hydroxy group; phenyl or phenyl. 

As per claim 15: wherein a low melting point solid or a liquid medium comprsing 
water and an organic solvent wherein the compound of formula 1 is not formula 3 or a 
salt thereof. 

As per claim 16: a compound of formula 1 or a salt thereof and a low melting 
point solid or a liquid medium comprising water and an organic solvent. 

As per claim 1 7: a concentration of less than 500 ppm of halide ions, wherein 
parts refer to parts by weight relative to the total weight of the concentration. 

As per claim 18, less than 50 ppm of divalent or trivalent metals, wherein parts 
refer to parts by weight relative to the total weight of the composition. 
Ciba Limited discloses the following claim limitations: 

As per claim 1 : applying onto a composition comprising a liquid medium and a 
tri— azo compound (page 1 and page 5). 

As per claim 9: wherein L1 is phenyl o rnaphthyl optionally carrying a substituent 
selected from sulpho or carbxoy (page 1 , lines 5-55). 

As per claims 1 0 and 1 1 : wherein L2 is phenyl or napthyl carrying at least one 
substituent selected from sulpho, carboxy, Ci-4-alkoxy-OH (page 1, lines 5-55). 

As per claims 5 and 12: A is optionally substituted pyridyl, furyl, thienyl, thiazolyl, 
isothiazolyl, imidazolyl, benzimidazolyl, pyrazinyl, pyrimidyl, quinolyl, isoquinolyl, 
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benzofuryl, benzothienyl, pyrazolyl, indolyl, purinyl, isoxazolyl, oxazolyl, thiadiazolyl, 
furazanyl, pyridonyl, pyrazolonyl, piperidinyl, piperazinyl, pyrrolidinyl, morpholinyl, 
tetrahydrofuranyl, tetrahydrothiophenyl or tetrahydropyranyl; L1 is phenyl or naphthyl 
optionally carrying a substituent selected from sulpho and carboxy; L2 is phenyl or 
naphthyl carrying at least one substituent selected from sulpho, carboxy Ci-4-alkoxy and 
Ci-4-alkoxy-OH; and m and n are each independently 0 or 1 such that m+n is 1 or 2; 
wherein said optional substituents are selected from OH; S03H; CN; carbonamido; 
P03H2; C02H; N02; NH2; Ci- 4 -alkyl optionally carrying a sulpho, carboxy, phosphato, 
Ci-4-alkoxy, amino or hydroxy group; Ci-4-alkoxy optionally carrying a sulpho, carboxy, 
phosphato, Ci-4-alkoxy, Ci- 4 alkyl, amino or hydroxy group; phenyl or phenyl (page 1 - 
"optionally" is not limiting). 

As per claim 15: wherein a low melting point solid or a liquid medium comprsing 
water and an organic solvent (example 1 , page 3, lines 68-1 06) wherein the compound 
of formula 1 is not formula 3 or a salt thereof (page 1 , formulas 1 and 3). 

As per claim 16: a compound of formula 1 or a salt thereof and a low melting 
point solid or a liquid medium comprising water and an organic solvent (example 1 , 
page 3, lines 68-106). 

As per claim 1 7: a concentration of less than 500 ppm of halide ions, wherein 
parts refer to parts by weight relative to the total weight of the concentration (page 1 ). 

As per claim 18, less than 50 ppm of divalent or trivalent metals, wherein parts 
refer to parts by weight relative to the total weight of the composition (page 1 ). 
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Claims 2-4, 19, 20, 22, and 23 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Sparks (US 2370500 A) and Ciba Limited (GB 741578 A), and further 
in view of Murcia et al. (US 20010012027 A1). 
Ciba Limted discloses the following claim limitations: 

The ink composition of claims 1 and 6. 
Ciba Limited does not disclose the following claim limitations: 

As per claim 2: the composition is applied to the substrate by means of an ink jet 
printer. 

As per claim 3: the image is text, a picture, a photorealistic image, or a 
combination thereof. 

As per claim 4: the substrate is paper, plastic, metal, or glass. 

As per claim 19: the substrate is a paper, an overhead slide, or a textile material. 

As per claim 20: an inkjet printer cartridge, optionally refillable, comprising one or 
more chambers and a composition. 

As per claims 22 and 23: an overhead projector slide or a textile material. 
Murcia et al. disclose the following claim limitations: 

As per claim 2: the composition is applied to the substrate by means of an ink jet 
printer [0002]. 

As per claim 3: the image is text, a picture, a photorealistic image, or a 
combination thereof [0004]. 

As per claim 4: the substrate is paper, plastic, metal, or glass [0008]. 



Application/Control Number: 10/534,339 Page 9 

Art Unit: 2853 

As per claim 19: the substrate is a paper, an overhead slide, or a textile material 

[0008]. 

As per claim 20: an inkjet printer cartridge, optionally refillable, comprising one or 
more chambers and a composition (figure 2). 

As per claims 22 and 23: an overhead projector slide or a textile material [0008]. 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to modify the ink taught by Ciba Limited with the disclosure of Murcia et al. in 
order to provide a method for printing high quality images. 

Allowable Subject Matter 

Claim 13 is objected to as being dependent upon a rejected base claim, but 
would be allowable if rewritten in independent form including all of the limitations of the 
base claim and any intervening claims. 

Response to Arguments 

Applicant's arguments with respect to claims 1-13, 15-20, 22, and 23 have been 
considered but are moot in view of the new ground(s) of rejection. 



Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to LAURA E. MARTIN whose telephone number is 



Application/Control Number: 10/534,339 Page 10 

Art Unit: 2853 

(571)272-2160. The examiner can normally be reached on Monday - Friday, 7:00 - 
3:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Stephen D. Meier can be reached on (571) 272-2149. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/L E. M./ 
Laura E. Martin 



/Manish S. Shah/ 

Primary Examiner, Art Unit 2853 



